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DETAILED ACTION 

Specification 

1 . The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-10 and 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. 
Patent No. 6,613,1 10. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the method steps are the same/similar but 
the preambles are different. However, no unobviousness is seen in this difference 
because the fuel composition of the patent is used in the same environment as that of 
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the present invention and it would be reasonable to expect that the composition would 
increase efficiency of heat transfer of a furnace. 



Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-6, 8-10 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Johnson (US 6,729,248). 

Johnson teaches additives for coal-fired furnaces wherein the additives include 
an iron compound such as ferrous and/or ferric oxides (see abstract and col. 3, lines 59- 
66). The coal is Powder River Basin coal (PRB) (high calcium content) (see col.2, lines 
1-3, 46-49). Johnson teaches that the iron is present in amount of at least 0.5 wt % 
(see col. 10-15). Johnson teaches that the additive can be contacted with the coal feed 
in a number of different ways, for example mixed with the coal feed at the shipping 
terminal, added to the coal reclaim belt or added to the coal bunkers (see col. 7, lines 
1 5-21 ). Johnson teaches that furnace exit gas temperature decrease and desirably 
reduce emissivity and increase boiler heat transfer occurs with the use of the iron 
additive (see col. 8, lines 32-59). 

Accordingly, Johnson teaching all the limitations of the claims anticipates the 
claims. 
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Claim Rejections • 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US 6,729,248). 

Johnson has been discussed above. Johnson fails to teach that the coal and 
additive are ground. However, it would have been obvious to one of ordinary skill in the 
art to have performed this step because it would ensure adequate mixing of the coal 
and additive. 

7. Claims 1-10 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Buecker. 

Buecker teaches using low-sulfur coal from Powder River Basin (PRB) as the 
primary fuel source for power plants. The coal is high in calcium. See page 1 , first and 
fifth paragraphs. Buecker teaches that the coal handling facility contains a crusher 
granulator and this disclosure suggests that the coal is ground before use. See page 1 , 
fourth paragraph). Buecker also teaches that the coal is combined with iron oxide 
before it is burned and that the chemical enhances the characteristics of the slag (see 
page 2, last two paragraphs). Buecker teaches the limitations of the claims other than 
the differences that are discussed below. 
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In the first aspect, Buecker differs from the claims in that he does not specifically 
teach the claimed methods. However, no unobviousness is seen in this difference 
because Buecker teaches a coal composition that is similar to that of the present 
invention and he uses the coal composition in the same environment as Applicant. 
Therefore, it would be reasonable to expect that the coal composition of Buecker would 
increase efficiency of heat transfer of a furnace, absent evidence to the contrary. 

In the second aspect, Buecker differs from the claims in that he does not 
specifically teach that the iron oxide is ferric oxide. However, it would have been 
obvious to one of ordinary skill in the art to have selected ferric oxide as the iron oxide 
because Buecker's general teaching of iron oxide encompasses ferric oxide. 

In the third aspect, Buecker differs from the claims in that he does not specifically 
teach that the furnace exit gas temperature is reduced. However, it would be 
reasonable to expect that the temperature would be reduced since Buecker teaches a 
coal composition that is similar to that of the present invention and he uses the coal 
composition in the same environment as Applicant. 

8. Claims 1-10 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Radway (US 5,819,672). 

Radway teaches treating coal with a darkening agent wherein the darkening 
agent is iron oxide (see abstract; col. 3, lines 15-32; example 1). Radway uses PRB 
coals which are known for their high calcium content (see col. 2, lines 42-49; example 
1 ). Since Radway teaches that the darkening agent may be a solid it is implied that the 
coal/agent may be ground, especially in view of Radway teaching that the agent may be 
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applied in any appropriate fashion (see col. 3, lines 60-64): Radway teaches the 
limitations of the claims other than the differences that are discussed below. 

In the first aspect, Radway differs from the claims in that he does not specifically 
teach the claimed methods. However, no unobviousness is seen in this difference 
because Radway teaches a coal composition that is similar to that of the present 
invention and he uses the coal composition in the same environment as Applicant. 
Therefore, it would be reasonable to expect that the coal composition of Radway would 
increase efficiency of heat transfer of a furnace. 

In the second aspect, Radway differs from the claims in that he does not 
specifically teach that the iron oxide is ferric oxide. However, it would have been 
obvious to one of ordinary skill in the art to have selected ferric oxide as the iron oxide 
because Radway's general teaching of iron oxide encompasses ferric oxide. 

In the third aspect, Radway differs from the claims in that he does not specifically 
teach that the furnace exit gas temperature is reduced. However, it would be 
reasonable to expect that the temperature would be reduced since Radway teaches a 
coal composition that is similar to that of the present invention and he uses the coal 
composition in the same environment as Applicant. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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